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PROCEEDI NGS
(11:15 a.m)

CH EF JUSTI CE ROBERTS: W' Il hear
argunent next this norning in Case 17-571
Fourth Estate Public Benefit Corporation versus
Wal | -Street.com

M. Panner.

ORAL ARGUMENT OF AARON M PANNER
ON BEHALF OF THE PETI TI ONER

MR. PANNER. M. Chief Justice, may it
pl ease the Court:

The Copyright Act provides strong
textual evidence that the phrase "registration
has been nade" in Section 411(a) refers to the
copyright owner's conpliance with the
regi stration requirenment of Section 408(a).

That reading is confirned by the
| egislative history, the statute overrul ed
cases that nmade the Regi ster a gatekeeper to
the courthouse, and the policy of the statute,
whi ch grants exclusive rights upon fixation of
an original work, not by virtue of any
adm ni strative action.

And as a matter of ordinary | anguage,

and in the Copyright Act's | exicon,
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registration can refer to the copyright owner's
effort to secure recordation of a claimand to
the Copyright Ofice' s recordation of the claim
after exam nati on.

CHI EF JUSTI CE ROBERTS: Well, but as
to that, it seens to nme one reason the case is
alittle confusing is that I think you're
right, registration could nmean either. But, in
a situation where you' ve got a registrar, it
seens to nme that the nost |ikely understandi ng
of "registration"” is what that person does.

MR. PANNER  But, Your Honor, that's
not the way the statute uses the | anguage. And
in Section 411(c), the -- Section 411(c)
expressly says the copyright owner makes
registration. 1In Section 412(2), there's
agreenent that when it says "registration is
made," it's referring to the action of the
copyright owner. In Section 408(c), it refers
to registration has been made in a context that
-- that necessarily refers to the action of the
copyright owner. It says that registration may
be made upon the filing of a single application
and fee. And Section 405(a) refers to

registration for the work has been nmade wi thin
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five years, which again strongly suggests that
it's by the copyright owner. In Section
405(b), again, registration for the work has
been made under Section 408.

So there's no question, | think --

CHI EF JUSTI CE ROBERTS: Well, but you
forgot the second sentence of 411(a), which
speaks of registration cannot nean when the
applicant applies because it -- it tal ks about
the applicant being able to take action when
regi stration has been refused or, | would say,
when regi stration has not been nade.

MR. PANNER: Well, Your Honor, | -- 1
woul dn't say when registrati on has not been
made. It's when registration has been refused.
And that -- and that |anguage is inportant.
And | think it's inportant to stress that our
position is that registration refers flexibly
to both but that the phrase "registration has
been nmade" consistently refers to the action of
the copyright owner, and it nakes sense in
Section 411(a) itself.

And if you look at the parallelismin
the structure, it tal ks about registration

havi ng been made in accordance with the title,

Heritage Reporting Corporation
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and then it says if the required deposit, fee,
and application have been delivered, so, again,
the action of the copyright owner, but

regi stration has been refused, i.e., the

regi strar has taken an action that calls into
guestion whether the registration has been nmade
in accordance with the title, the case can
still proceed.

And so --

CHI EF JUSTI CE ROBERTS: So you j ust
di sm ss 410(d) as superfl uous?

MR. PANNER. Not at all.

Section 410(d) provides that the effective date
of registration is when the -- the application,
fee and deposit have been received in a form
that is acceptable for registration as |ater
determ ned, and this is key, by the office or
by a court.

So Section 410(d), | think, strongly
supports our position because it nmakes clear
that in a case where there may be a doubt about
-- perhaps because the Register has not yet
acted, if there's some question about whether
regi stration has been made in accordance with

the title, the court can determ ne that
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question. It can also determ ne that question
in a case in which the --

CH EF JUSTI CE ROBERTS: But you've
al ready said registration has been made in the
terms of the registrar's action when the -- the
appl i cant appli es.

MR. PANNER. Not -- not in -- to be
cl ear, Your Honor, "registration has been nmade"
in the statute refers to the copyright owner's
conpliance with Section 408(a), which says that
regi stration may be obtai ned upon the
subm ssion of the required application,
deposit, and fee.

JUSTI CE BREYER: Do you drive w thout
a driver's license when yours has expired
because you wote in to the registry of notor
vehi cl es but they haven't yet |icensed you?

MR. PANNER. Wl l, Your Honor --

JUSTI CE BREYER  Can you change your
sewer in the house with a man who has not
gotten the approval fromthe |ocal public
heal th authority under a statute that says you
have to have a registered -- you have to have a
-- an approved plunber because he wote in and

asked for one?
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| nmean, | can't think of exanples --
I"'mtrying to -- where -- where -- where
there's sonet hing roughly conparable and the
statute is interpreted the way you want. Maybe
you' ve been able to think of sone, which you
pr obabl y have.

MR. PANNER.  Well, | think that, Your
Honor, there's a couple of cases, there's a
couple of statutes that were cited in the
am cus brief of the music publishers that refer
to the fact that registration is upon the --
that registration is made when the -- the --

JUSTI CE BREYER  They say that
specifically?

MR. PANNER  But, Your Honor, the
point here is that the text of the statute
I i kewi se nakes clear that registration is nade
upon the subm ssion of the materials. And we
gave the -- we gave the analogy to a -- a
col | ege student who registers for a class. One
woul d say that he has made his registration,
he's registered for the class, but,
neverthel ess, the registrar mght say the class
is full, you' re not going to be admtted to it,

and now the registration has been refused.
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And this Court has repeatedly referred
to the fact that a copyright owner mnakes
registration in the case --

JUSTI CE BREYER  Have you registered
for the class when you've mailed it in, but the
prof essor hasn't gotten it?

MR. PANNER:  Well, Your Honor, this --
inthis statute, it says that registration is
made if -- and this is in Section 410(d). It
answers the question. It says when they've
been received by the Copyright Ofice. So the
guestion about whether it's the mailbox rule or
received by the Copyright Ofice is actually
addressed in the statute. But, again, the --
the term"registration” has that flexibility
built into it.

And | think it's inportant to
understand the context in which Congress was
acting when it adopted Section 411(a) in 1976.
It was aware of the Vacheron decision, and it
was aware of Chief Judge O ark's dissent in
whi ch he made this very point, which is that it
doesn't make sense to read "registration" as
requiring affirmati ve adm nistrative action

when the rights that exist, the exclusive right

Heritage Reporting Corporation
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does not depend -- it's not |like the Patent
Ofice. It's not a situation in which the
adm ni strative body has the authority to grant
exclusive rights and that the exclusive rights
don't exist until there's that action.

JUSTI CE SOTOVAYOR: Could you tell ne
as a matter of fact when is the copyright
regi stration published?

MR. PANNER: The copyright, under
current -- under the current procedure, the
copyright application becones publicly
avai l able when it's -- after it's granted.

JUSTI CE SOTOVAYOR: And so it seens
illogical to think that you' re going to get
rights against the third-party who's not on
notice that your copyright has been registered
because it's not public.

MR. PANNER: Right. | just want to --

JUSTI CE SOTOVAYOR: There's --

MR. PANNER: -- | want to address that
as strongly as | can. It's just not right.
The -- the right to exclude exists by virtue of

the creation of an original work and its
fixation in a mediumfromwhich it can be

percei ved. That gives the author the right,
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t he copyright owner the right to exclude.
There's no question about that. That has
nothing to do with notice. Notice is not
required under the current statute.

JUSTI CE SOTOVAYOR: But it is in terns
of -- well, that begs the question.

MR. PANNER. And on --

JUSTI CE SOTOVAYOR: But you can't --
you -- you --

MR. PANNER If | may.

JUSTI CE SOTOVAYOR: -- you can't
pursue a suit unless the registration is
accept ed?

MR, PANNER: But -- no. No, Your
Honor. Section 4 -- in fact, there's no
guestion that you can pursue a suit, whether or
not the registration is accepted. Under
Section 4 --

JUSTI CE SOTOVAYOR: Yes, you're right.

MR. PANNER. Ckay. So --

JUSTI CE SOTOVAYOR: Because the --

MR. PANNER: And the other thing
that's -- that's inportant to understand, and
this is, | think, critical, the governnent

concedes that the enhanced statutory renedies
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that are available for infringenment after a
wor k has been registered are available if the
regi stration, the application, deposit, and fee
have been submtted. |If the applicant has made
registration, that is enough to satisfy 412(2).

And they say that that's true because
the effective date of registration is the date
on which those -- Section 408(a) has been
conplied wth.

CHI EF JUSTI CE ROBERTS: Well, that's
enough assum ng that the regi strar has
registered the mark. It's just a question of
whet her you go back to start counting the
damages.

MR. PANNER: Again, the registrar does
not have to register the mark. The -- the --
not the mark, the copyright.

CHI EF JUSTI CE ROBERTS: Well, you're
not entitled to the special benefits under the
Act until the registrar has, right?

MR, PANNER:  No.

CHI EF JUSTI CE ROBERTS: It just goes
-- it goes back -- in terns of when you start
calculating it, it may go back

VMR PANNER: No, Your Honor. Section

Heritage Reporting Corporation



© 00 N oo o s~ wWw N P

N N N N N N RBP BRP R R R R R R
ag A W N P O O 00 N oo O »dM W N -~ O

Oficial - Subject to Final Review

13

410 --

CHI EF JUSTI CE ROBERTS: So you could
go back, the registrar hasn't even registered
the mark, and you can go into court and say,
hey, | get the benefits of having registered ny
mar k?

MR. PANNER: The copyright claim yes,
Your Honor. That's what Section 410(d) says.
Section 410(d) says the effective date of
registration is the date on which the required
application, deposit, and fee have been
received in a formacceptable for registration.

CHI EF JUSTI CE ROBERTS: Yeah, but
maybe |'mjust mssing the point, or one of us.
| mean, you have to at least had it registered,
accepted by the registrar. Oherw se, how do
you know that you're entitled to those
benefits?

MR. PANNER:  Your Honor, because the
guestion of registrability can be determ ned by
a court inthat litigation. That's what
Section 410(d) says.

And, again, in the vast mgjority, as a
practical matter, in the vast majority of

cases, registrationis -- is essentially a

Heritage Reporting Corporation
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m ni sterial question of subm ssion of the
application, deposit, and fee.

Thi nk about if you have a nagazi ne
article or a book or a piece of nusic, you
know, a piece of sheet nusic that is being
regi stered. Those things are submtted. They
are registered as a matter of course.

Under the -- under current procedures,
it can take many nonths, but it's going to be
registered as a matter of course. And, again,
the right to exclude -- everybody agrees, Your
Honor, that when those materials are submtted
in a formacceptable for registration, that is
the effective date of registration, even if the
registrar acts a year |ater.

And so precisely --

CHI EF JUSTI CE ROBERTS: Well, that's
just 410(d) that says that?

MR. PANNER. And -- but everybody
agrees that that's what 412(2), which refers to
-- which preserves certain statutory renedies,
if registration is made within three nonths
after publication, that's -- everyone agrees
that that's what 412(2) neans as well. It's
clearly what Section 411(c), which, for what

Heritage Reporting Corporation
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it's worth, was adopted as Section 411(b)
i medi ately after 411(a), everybody agrees that
-- 1 -- 1 shouldn't say the Respondent agrees
with that.

The governnent agrees that that's what
Section 411(c) neans. And so | do think that
what -- that when you're thinking about what
has to happen, the Copyright Ofice is not the
Patent Office. It does not grant exclusive
rights that don't exist before the Copyright
Ofice acts.

The exclusive rights exist. There is
a requirenment to register. The copyright owner
has to register before suing. But there's no
requirenent, and the statute doesn't say, that
the Copyright Ofice has to act first.

And there's no reason that it shoul d.
It's a -- again, the right to exclude in the
statute is built around the fact that an author
has fixed an expression in a tangi ble nmedi um

And once they have submtted the
required application, deposit, and fee under
Section 408(a), they have registered. They
have taken care of that procedural hurdle so

that they can then bring their lawsuit and get

Heritage Reporting Corporation
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relief.

Now, in many cases, the Copyri ght
Ofice may grant the registration while that is
pendi ng, and -- but, in any event, if there's a
guestion about that, it can be dealt wth.

As a practical matter, that's al nost
never going to happen, and that's very
inmportant to recognize, is that if the Court
rules -- if the Court affirnms the El eventh
Circuit, it will create major problens for
copyright owners. That's why the copyright
communi ty has unaninously conme in to say that
this Court should --

JUSTI CE KAVANAUGH: M . Panner,
descri be --

JUSTI CE KAGAN: M. Panner, | -- | --
| understand sone of the policy argunents that
you have on your side, but, | nean, the
guestion is whether the text can -- can -- can
be | ooked at that way.

And 1'Il just go back to where the
Chi ef Justice started, which is this passage in
411(a). And you have these two sentences, and
the first sentence is registration has been

made, and the second sentence is registration

Heritage Reporting Corporation
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has been refused, and they're connected by a
"however . "

So, you know, to ne, you have these
two sentences, they're in total proximty.
They're both framed in the passive voice.

"Regi stration has been refused"” is clearly
regi stration has been refused by the Register,
not by the hol der.

And so it seems, you know, the only
way to read this is that the "registration has
been made" is by the Register too.

MR. PANNER.  Well, Your Honor,
obviously, we don't agree with that. And --
and let nme try to say why | think, again,
getting back to the textual evidence fromthe
statute, the -- the issue is not granted or
refused, and -- the issue is whether
registration is made by the copyright owner

And the -- the text uses the phrase to
mean that all the tinme, including in the
i mredi at e succeedi ng --

JUSTI CE KAGAN:  Wwell -- well, I'"mkind
of wwth you that the word "register"” has sone
flexibility toit. So you' ve got -- you've

convi nced ne of that.
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The question is whether it has
flexibility toit in 411(a). And -- and given
the -- the juxtaposition between the first
sentence and the second sentence, the identical
granmar, the way they're connected with the
"however," it would just seemextrenely strange

to change the person who's the subject of this

action.

MR PANNER | -- | -- 1 don't think
so, Your Honor. And -- and -- and let ne --
and bear with ne. [If you look at the structure

of the sentence, the first sentence says if --
regi stration has been nmade in accordance with
this title. And as we've shown, that
phraseol ogy, the "registration has been nmade"
construction is used all the tinme to refer to
what the copyright owner does.

The next sentence says: "Were the
deposit, application, and fee required for
regi stration have been delivered."” Again, the
action of the copyright owner. So that is
parallel to the beginning of that first
sent ence.

Then the second -- the second piece of

it says "in accordance with the title.” And

Heritage Reporting Corporation
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this one then says "in the proper form and
regi stration has been refused.” So this is
di stinguishing a situation where registration
has been nade and it is or going to be granted
because the Regi ster agrees.

But this is a situation in which the

-- the registrar, notw thstanding the

19

conpliance with Section 408(a), has refused it.

And that -- so -- so the -- the
reference to the registration has been refused
corresponds to the question of -- is intended
to clarify the question of what happens if
there's a dispute because the Register has --
has -- has refused the application, refused to
regi ster the claim about whether it's in
accordance with this title.

And so -- and if you |l ook at the --
the -- the language, if you | ook at the
context, and if you think about what Congress
was attenpting to -- was dealing with in terns
of the litigation rights, it makes no sense to
read the first sentence as suggesting that
Congress wanted to recreate the very result
that it sought to overrule in Vacheron

JUSTI CE KAVANAUGH: And you -- you

Heritage Reporting Corporation
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al luded to maj or problens and then didn't
describe them It seens to nme you're trying to
create enough doubt about the statutory

| anguage to suggest we shouldn't stick with the
readi ng that Justice Kagan asked about, and the
doubt you're trying to sowis created because
you say it would nake no sense and there would

be maj or probl ens.

What -- can you describe what those
are?

MR. PANNER. Sure. And | think that
the am ci speak to this, is that the -- the

nost significant problemis that when there is
-- when there is infringenent that begins and
the claimhas not yet been registered, that the
copyri ght owner cannot bring any civil action,
including an action for injunctive relief,
until the Copyright O fice has acted, and under
the -- under the view of the Respondent and the
government, until the Copyright Ofice has
either granted or refused registration.
JUSTI CE SOTOVAYCOR:  All right. Wat
happens in a case where you do bring -- and I'm
going to ask the governnment about the

pre-registration intent which permts a --

Heritage Reporting Corporation
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permts a pre-registration injunction.

What does a court do? Let's assune
that the registration hasn't been nmade.

There's an injunctive suit before that. Does
the court just automatically grant the
injunction? Does it wait for the registration?
Does it have a hearing on who's right about the
copyright? Wat -- what occurs?

MR PANNER: In a --

JUSTI CE SOTOVAYOR: And what woul d
happen if the court grants the injunction and
the registrar refuses registration?

MR. PANNER  Well, Your Honor, are --
are you tal king about ina -- in a situation in
which there --

JUSTI CE SOTOVAYOR:  Your reading is
given effect. Your reading is given effect.
The copyright owner cones in and says, | want
an injunction. The Copyright Ofice hasn't
acted yet.

MR. PANNER  Yes. Well --

JUSTI CE SOTOVAYOR: \What does the
court do?

MR. PANNER. The -- as in any other

civil action, the -- the plaintiff would have

Heritage Reporting Corporation
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the obligation to provide prima facie evidence
to carry the burden to show that they --
they're entitled to relief. That would include
showing at the prelimnary -- you know, at the
TRO or prelimnary injunction stage, that they
have conplied with Section 408(a) and thus
t hat --

JUSTI CE SOTOVAYOR: Let's assune they
have.

MR. PANNER. Well, then --

JUSTI CE SOTOVAYOR: What do they do
about the registrar not acting? Can final
j udgnment be entered before the registrar acts?

MR. PANNER  Certainly. Section
410(d) provides for that. It says that the --
and, you know, it would depend on the context,
but, yes, in a circunstance in which there --
we' re not tal king about anynore a prelimnary
i njunction but sonme final judgnent, the court
could certainly enter a judgnment under
Section 410(d).

JUSTI CE SOTOVAYOR: And what happens
if the registrar refuses after the judgnent is
ent er ed?

MR. PANNER.  Well, in any case in

Heritage Reporting Corporation



© 00 N oo o s~ wWw N P

N N N N N N RBP BRP R R R R R R
ag A W N P O O 00 N oo O »dM W N -~ O

Oficial - Subject to Final Review

23
which there's a -- in any civil suit, the
registrar will receive notice of the suit, and
the suit can be -- the -- you know, the -- the

regi strar could either expedite exam nation of
the application or could potentially --

JUSTI CE SOTOVAYOR: But, eventually,
if -- if --

MR. PANNER: But --

JUSTI CE SOTOVAYOR:  -- judgnent is
entered --

MR. PANNER.  Yeah.

JUSTI CE SOTOVAYOR: -- and the
registrar refuses, it's sort of a noot question
to be told that the suit has already started,
isn"t it?

MR. PANNER Wl --

JUSTI CE SOTOVAYOR:  Because 411 --

MR. PANNER. -- again, they have to be
notified within 30 days of the filing of the
suit. | think it's very unlikely there would
be a final judgnment before that. But the point
is that, under Section 508 of the statute, Your
Honor, they -- the -- the Register is entitled
to be notified within 30 days.

But the point is that | think that

Heritage Reporting Corporation
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these are really questions that just don't
arise as a practical matter. |If there were a
situation in which there was genuinely a doubt
about the registrability of the claim if the
court wanted to do so, the district court can
manage the litigation to get the views of the
Regi ster.

And, you know, there's sonething
simlar actually, Your Honor, in Section
411(b), which tal ks about the -- the
consequences of false -- incorrect information
in acertificate of registration. |If there's
incorrect information in a certificate of
registration, it doesn't matter. The
litigation proceeds, unless there's a claim
that the registration would not have issued at
all. And then -- then the Register may be
call ed upon to give their views.

That happens approxi mately never. It
happened in three cases out of 3500 in 2017.
The Regi ster never intervened in a case in
2017, as far as we were able to determne, in a
copyright infringenment action.

It's inportant to understand the

practicalities of this. This is not patent
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l[itigation. This is not a suit -- this is not
a case --
JUSTI CE KAVANAUGH: \What are the
practical problens? | think the nessage of

your argunent is, if you really understood how
this works in the real world, we would agree
with your reading. And -- and you're saying
practical problens. | want to hear the
practical problens.

MR. PANNER: And -- and the practi cal
probl ens are those that are described in our
briefs and in the briefs of the amci, which
are the major problens --

JUSTI CE KAVANAUGH: And what are the
-- what are the nost -- what are the nost
severe practical problens? Delay, |
under st and.

MR. PANNER | think the npst severe
practical problemis the inability to receive
pronpt injunctive relief --

JUSTI CE KAVANAUGH:  Ckay.

MR. PANNER. -- in a circunstance
where the claimhas not yet --

JUSTI CE KAVANAUGH. And that's a

probl em because? Just spell it out.
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MR. PANNER: Sure. Because the val ue
of the copyright depends on the ability to
exclude from-- exclude the -- the unauthorized
copyi ng, unaut horized reproduction of the work.

JUSTI CE KAVANAUGH:  And in that period
of delay, what may happen?

MR, PANNER: In -- in that period --

t hank you, Your Honor. In that period of
delay --

JUSTI CE KAVANAUGH: | nean, just --
just spell it out.

MR. PANNER: -- it could be -- it
could be distributed over the Internet. 1In the
case of a song, for exanple, you know, it could
be very widely distributed over the Internet.
In the case of even an article, and this is
di scussed in -- in some of the -- in sone of
the am cus briefs, that within days, the -- an
article can be so widely dissem nated that its
val ue for the author has been |ost.

CH EF JUSTI CE ROBERTS: Now did you
get --

JUSTI CE KAGAN: And are danmages never
going to be sufficient to conpensate for that?

And why woul d that be?
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MR. PANNER: Well, for many -- in many
cases, it may be inpossible to identify who has
-- who has done all of the subsequent --
subsequent distribution. | nean, the -- the
point is that Congress authorized injunctive
remedi es precisely because it may often be
difficult to determ ne what the danages are.

And it does not -- it does not nake
sense, once the copyright owner has conplied
with the registration obligation under
Section 408(a), to prevent that -- the
copyright owner from pursuing the renedy.
Everybody agrees that the --

JUSTI CE KAGAN: How -- how long -- how
| ong are the delays now? And how does that
conpare with what the del ays were when this Act
was passed?

MR. PANNER: The -- ny under st andi ng
is that, for electronic subm ssions, the
average is seven nonths, and for paper, it's
ni ne.

CHI EF JUSTI CE ROBERTS: But you can --
you can pay extra for first class, right?

MR. PANNER: You can -- you can, Your

Honor. You can pay extra to have expedited

Heritage Reporting Corporation



© 00 N oo o s~ wWw N P

N N N N N N RBP BRP R R R R R R
ag A W N P O O 00 N oo O »dM W N -~ O

Oficial - Subject to Final Review

28

consideration, but, first of all, the Copyright
O fice is under no obligation to grant that.
Second of all, even in those circunstances, it
can take many weeks, even nonths, to resolve
the application. And that's enough tine,
especially in -- you know, under current
circunstances for a work to be essentially
rendered val uel ess because of its broad
di stribution.

JUSTI CE GORSUCH:  Counsel - -

JUSTI CE KAGAN: And when -- when the
Act was passed, what were the delays then?

MR. PANNER  They appear to have been

significantly shorter, Your Honor. | didn't
see -- | couldn't determ ne exactly what they
were in terns of -- of averages, but they were

-- they were significantly shorter.

JUSTI CE KAGAN: Yeah, | nean
significantly shorter but still a matter of
weeks and nont hs?

MR. PANNER: | think a matter of weeks
in-- 1in any event. But there was -- there was
some suggestion that at an earlier time it was
-- it was quite fast. The Washi ngtoni an case,

which is back in the '30s, but | happened to
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notice that in that one, the application -- the
case was -- was evidently filed after a
certificate had been granted, and that was two
weeks after the application was subm tted.

So it may be that -- you know, but --
but what's interesting is, in Chief Judge
Clark's dissent in Vacheron, he does tal k about
the fact that delay could lead to the | oss of
substantive rights and that that doesn't nake
any sense.

| do think that Congress was
i nfluenced by that dissent or | think it's --
it makes sense to read Congress's enactnent as
bei ng consistent with the views expressed in
t hat dissent, which indicate that once the
copyright owner has conplied with the
obl i gati ons under Section 408(a), it does not
make sense to prevent the copyright owner from
pursui ng a renedy.

May | reserve the renai nder of ny
tinme?

CHI EF JUSTI CE ROBERTS: Thank you,
counsel

M. Stris.
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ORAL ARGUMENT OF PETER K. STRI'S
ON BEHALF OF THE RESPONDENTS

MR. STRI'S: Thank you, M. Chief
Justice, and may it please the Court:

Section 411 of the Copyright Act
provides that no civil infringenment suit shal
be instituted until registration has been nade
or registration has been refused.

The statutory text is plain. The
Regi ster of Copyrights nust nake a registration
determ nation before an applicant can sue for
i nfringenent.

And 1'd Iike to start with the
operative sentence of Section 411(a). This is
on page 30a of the petition appendi x. And that
sentence prohibits suit "until pre-
registration or registration of the copyright
cl aim has been made in accordance with this
title. "

So the natural question is, where in
this title do we | o0ok? The immediately
preceding provision in the title happens to be
called Registration of Claim This is
Section 410. |It's on page 29a of the petition

appendi Xx.
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The (a) subsection says that after the
Regi ster examines the claim if the criteriais
nmet, "the Register shall register the claim"”
And the (b) section says that if the Register
determnes the criteria is not nmet, "the
Regi ster shall refuse registration.”

So, in either case, it's patently
obvious that it is the Register who is acting.

CH EF JUSTI CE ROBERTS: Well, but, |
nmean, your friend on the other side makes the
point -- and | think there's alot to it --
that there are a | ot of other sections and
provi sions where it only nmakes sense to read
"register” as if you were registering for, you
know, for the draft or sonething.

MR STRIS: So a few responses, M.
Chi ef Justi ce.

The first is I'"mhappy to do a close
readi ng of any of the provisions that ny friend
cites. We don't actually think any of them
stand for the proposition that an application
al one is enough. But even if sone did,

Section 411(a) is surely not one of them This
is kind of the -- the point you nmade earlier,

Justice Kagan. W -- we look to howit's used
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in 411(a).

| don't deny that the word
"registration,” "make registration,” in some
context could refer to sonething different, but
my friend's core -- core proposition in this
case is that there's sonething special about
the use of "made" or the -- or the passive
construct. And that's fundanentally what we
di sagree wth.

JUSTI CE BREYER. What about 410(d)?
In 410(d), it says the effective date of a
copyright registration is the day on which an
application, deposit, and fee, which are |ater
determ ned to be registered, have all been
recei ved by the Copyright Ofice.

So maybe the registration is when it's
received, if there's |ater approval.

MR STRIS: So, Justice Breyer, let ne
give a textual response and then a nore
fundanent al one.

My textual response is that the
effective date provision requires a
determ nati on by soneone. This is what the
Chi ef Justice -- M. Chief Justice, | believe

you were getting at earlier
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If you look at the text of 410(d), it
says after the Register or a court of conpetent
jurisdiction has determned that the criteria
is satisfied, then you get the effective date.
411(a), Justice Breyer, is a precondition to
suit. No one disputes that.

And at the tine of filing, no one,
neither the --

JUSTI CE BREYER It says registration.
But, you see, if you look at 410(d), | guess in
English, if you ever read |ike property | aw,
there's such a thing as having a piece of
property subject to defeasance.

And so noting that, and it is a piece
of property, you could read 410(d) as saying
the effective date of copyright registration,
i.e., you have it, is the date on which al
those things are received, though they are
subject to later defeasance if, in fact, the
regi strar di sapproves.

Okay. That's consistent with the
| anguage, | think. Is it?

MR STRIS: | don't think so. So I'm
going to continue with the textual point, but |

-- and | do want to get to the nore fundanent al
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one. The reason why | don't think it's
consistent wwth the | anguage is 411(a) says
that you can't do anything until registration
is made.

Now | understand you're trying to have
410(d) do the work, and I think probably the
best phrase in that for nmy friend is the
inclusion of a court of conpetent jurisdiction.
But it's clear that a court of conpetent
jurisdiction is in there because the court can
act when the Register has refused the
regi stration

And, in fact, for those who have a
particular view of legislative history, if you
| ook at the House Report, it specifically says
that. It says that 410(d) "al so recogni zes the
possibility that a court mght later find the
Regi ster wong in refusing registration.”

So | think the text doesn't -- it
woul d do great violence to the text to
interpret it that way. But, Justice Breyer, |
want to make the nore fundanental point because
this addresses sone of the policy issues, kind
of the elephant in the room

The whol e point of a registration
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deci sion, whether it's a grant or a refusal, we
submt, is a belief that there is value to the
regi stration process itself.

In sonme ways, it's analogous to
adm ni strative exhaustion requirenents that we
find in a nunber of statutes. So, if you |ook
at copyrights specifically, 30 percent of al
copyright registration applications result in
correspondence.

And this is essential because,
occasionally, it's correspondence like in this
case where you get a letter saying your check
bounced, please pay the noney. But far nore
often, the correspondence is the -- the agency
saying, well, we | ooked at your application, we
need you to change things. W need you to
[imt your claim It's an interactive process.

And so ny friend wants to focus
entirely on the fact that nost of the
applications are ultimtely granted.

JUSTI CE KAGAN: | nean, not just nost.
Ni nety-seven percent, right?

MR STRIS: Wll, sol think it may be
even nore than that. But | want to press --

before | get to that, | want to press this
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point. Many of those applications are granted
after changes have been nmade by the applicants
because of the interact --

JUSTI CE KAGAN: How often does that
happen?

MR STRIS: | don't know as -- as a
percentage, but | can tell you not a de mnims
-- de mnims anmount, a significant nunber of
times. And so you may not like this policy,
but what I"'mtrying to do is not argue as a
policy matter that |I'mright.

|"'mtrying to explain why there's no
-- you shoul dn't have any heartburn hol di ng
t hat Congress neant what it clearly said in the
provi si on because one could certainly believe
that it's nore efficient.

JUSTI CE GORSUCH. Wel |, maybe the
bi gger heartburn, if we have any, about the
policy here is that if |I'm persuaded of one
thing, it's that Congress pretty nuch assuned
that registration decisions would happen
pronptly when it enacted the statute and that
there's at | east sone evidence that that --
that that hope or expectation has not exactly

mat eri al i zed.
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And -- and | take that to be the
underlying plea fromthe other side really.
What do you say to that?

MR STRIS: So | would say a few
t hi ngs.

First, | would say that, to be
perfectly frank, this is largely a solution in
search of a problem And | want to address the
injunctive issue first and then -- and then
cone back to damages.

Wth regard to injunctions, | don't
think it's -- | don't think I can overstate the
poi nt that this argunment has been nmade to
Congress repeatedly, and Congress has added two
critical exceptions where the need for an ex
parte TROis nost acute. And |I'mtalking about
the |ive broadcast exception in 411(c), and |I'm
tal ki ng about pre-registration in 408(f).

And so, in the mne-run of cases where
there's an issue with regard to needing an
i njunction quickly, those address the problem
It --

JUSTI CE SOTOVAYOR:  But your solution
underm nes that solution. Your -- your

proposed readi ng neans that the people who are
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pre-registering are not getting the benefit of
it until the registrar acts.
MR. STRIS: No, no, that's -- Justice
Sot omayor, that's -- Sotomayor, that's a very
inmportant point. |If you look at 411(a), it
says you can't --
JUSTI CE SOTOVAYOR:  All right. | am
MR, STRIS: Yeah. It says you can't
bring suit until pre-registration or
regi stration of the claimhas been nade.
JUSTI CE SOTOVAYOR: All right. But
the pre-registration has to be accepted, no?
MR STRIS: O course. And the way
pre-registration --

JUSTI CE SOTOVAYOR: And so isn't
pre-registration being accepted slowy as well?
MR STRIS: No. No, no, no.

Pre-registration is an entirely different
process. You -- you can pre-register a work
that isn't even finished. You don't have to
deposit the work. You just have to describe it
and explain to the office why it falls within a
category of works that have historically been
infringed before first comercialization.

So, if you' re HBO and you have Gane of
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Thrones and you're working on it and you know a
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| ot of people, the -- the -- the people on the
set, the key grips, they' re going to have
access to the materials, you have a streanlined
application that you file with the office, and
all you have to do is explain that it fits
within the regulatory definition. You get
pre-registration.

You can sue imredi ately. You can get
an injunction. And this is critical. |If you
| ook at 408(f)(3), Congress said you then nust
submt an application, deposit, and fee within
three nonths of your first commercialization.

So it just goes to show that Congress
knew how to make clear that they wanted to peg
sonmet hing to an application.

Now, Justice Gorsuch, back to ny
solution in search of a problem

So the first answer is | think there
are these two critical exceptions that deal
with the problemquite well

My second answer is that in the rare
case -- and | think, frankly, it is rare --
where you woul d have the inm nence and

irreparable injury that would warrant a TRO,
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and you don't fall within one of those
exceptions, you can apply for special handling.

And | understand that special handling
was not required. |It's sonething that the
office decided to offer. But, as a practical
matter, the reality is it is offered, and the
of fice does everything it can to resolve issues
within five days.

And, obviously, you can ask ny -- ny
-- ny friend fromthe government about -- nore
detail about how it works, but ny understanding
is that they honor that and that particularly,
if you notify the government that there's
litigation, there's no reason to believe that
you don't get a determnation within a certain
nunber of days.

Sol -- 1 really think it's not an
issue. And then | would conclude by saying to
t he extent that some hypothetical copyright
plaintiff with a pending application can't get
a TROfor -- it doesn't fit within one of those
two things -- our core subm ssion is that
that's a cost that Congress thought was worth
the benefits of the specific rule that they

chose.
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Now, with regard to danages, just a
few words on this. The statute of limtations
in Section 507(b), it's a three-year rolling
statute that runs from di scovery of
i nfringenent.

Now I think it was Justice Kagan who
asked a question about the processing tines.
As of now, according to the Copyright Ofice
website, the average processing tinme for al
clainms is seven nonths. Ninety-four percent of
all applications right now are resolved within
two to 15 nont hs.

So | think the nost telling answer as
a practical matter that I would give is that
it's not surprising that the Petitioner does
not identify a single case where the statute of
[imtations has sonehow expired while an
applicant --

CHI EF JUSTI CE ROBERTS: Well, it
doesn't -- well, as you said, it's arolling
statute adm nistration. So the idea of it
expiring doesn't really fit.

And the argunent, | guess, on the
other side is that seven nonths doesn't nean

that much if it's the first two weeks where al
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t he damage i s done because sonebody puts it
online and then everybody, you know, has the
benefit of it, and it's very hard to go back
and undo t hat.

MR STRIS: So two responses.

So, with regard to irreparable injury,
| think that's what injunctions are for, and |
feel like | addressed that a bit earlier.

Wth regard to danages and your point
which | take that it's rolling, and there are
separate accruals, and we're not just talking
about whet her you | ose your entire clai m but
whet her you | ose sonme of the damages, |'m
maki ng a nuch stronger point.

"' msaying Petitioner doesn't cite a
singl e case where sone chunk of the damages
fell outside of the three-year w ndow because
t he applicant was waiting.

The only --

CHI EF JUSTI CE ROBERTS: Well, | don't
know, you know, whether he cites a particular
case or not, but as a matter of logic, it makes
sense, doesn't it?

MR STRIS: | don't think so. And --

and let nme -- let ne kind of wal k through why |
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don't think it nakes sense.

So you have three years from

di scovery, three years from oh, okay, | see
that there's an infringenent, | have three
years to wait. |If you're not being dilatory,

you i medi ately file your application. Three
years, you need.

| f the average processing tine is
seven nonths, and if 94 percent of applications
are being resolved within 15 nonths, then on
the -- on the outside, you' re tal king about a
tiny percentage of situations that even cone
close. [If you look at those, they tend to be
mai | applications, which the office
di scourages, that involve correspondence.

Were the -- if -- if there's any way
to get from15 nonths to three years, it's
overwhel mngly likely that it's because of
dil atory behavior on the part of the applicant,
and let ne give you a warrant for that.

The only case that we have ever seen
where this has been an issue was found by the
Anerican Bar Association, an amci to -- to ny
friend, who cites a 25-year-old case called

Kregos fromthe Southern District of New YorKk.
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Well, the court described the problem as
"sel f-induced" because, in fact, the plaintiff
sat on his hands.

So | can't conme here and tell you that
there's never been a situation where this has
been an issue, but | think the fact that, you
know, ny friend and a host of am ci haven't
been -- been able to unearth one of themis
probably strong --

JUSTI CE KAVANAUGH. What - -

MR. STRIS: -- indication that this is
not that serious a problem

JUSTI CE KAVANAUGH:  You have a -- a
good argunment on the text, obviously. But
you're also trying to say there's no real
probl em here, a solution in search of a
problem |'mjust questioning that, given the
am ci say things like the rule adopted here
woul d have a devastating inpact and woul d cause
severe hardship. And these are the industry
representatives.

Again, you could win on the text, but
the idea that there's no problem seens a
stretch to ne.

MR STRIS: Wll, so, Justice
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Kavanaugh, let me address that head on.

Sol -- 1 wll concede that, for
decades, there's been vigorous disagreenent
over whether and to what extent formalities
shoul d be renmoved fromthe Copyright Act. And
many st akehol ders, including several of
Petitioner's amci, have |ong been
di ssatisfied. They prefer --

JUSTI CE KAVANAUGH: Right. There's a
pr obl em

MR STRIS: But -- but -- solet ne --
et me finish.

JUSTI CE KAVANAUGH:  Ckay.

MR. STRI'S: There are nmany people who
subscribe to that view \WWether you
characterize it as a problemis kind of a
normati ve judgnent. There are al so many peopl e
who subscribe to the alternative view W
happen to be anbng them Qur ami ci happen to
be anong t hem

So | would resist the -- the -- the
characterization of your question and say that
the -- the -- there's not anbiguity in the
statute but, rather, a profound dissatisfaction

on the part of sonme stakeholders. And the way
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we address that is we ook at the text and we
try and determ ne what it indicates Congress
deci ded.

JUSTI CE KAVANAUGH:  Ckay.

MR STRIS: And on this one, | don't
think just we have an okay argunent on the
text; | think that it's overwhelmngly the case
that you -- you have to interpret it to nean a
regi stration deci sion.

So, going back to the text just for --
for a nonent, 1've only tal ked about the first
sentence, which | think --

JUSTI CE GORSUCH:. Before we | eave that
subject, I'msorry -- I'"'msorry to interrupt --

MR. STRI'S: Pl ease.

JUSTI CE GORSUCH:  -- but what do you
say to the objection that it puts American
copyright hol ders at a di sadvant age because
formalities aren't required under our
i nternational obligations?

MR STRIS: So what -- Justice
Gorsuch, what you just asked was the core
debate, and it was a vigorous one in 1988 when
t he House and the Senate split in determ ning

how to deal with Berne. One said, okay, we
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should get rid of the registration requirenent
entirely; the other said no, it's fine, keep it
the way it is. They reached a conprom se, and
t hey added the words "U. S. works."

So, again, | -- 1 certainly don't want
to suggest that the policy argunents for the
alternative are terrible. They could be
defended. Many people in this room may think
that they're right. But they're beside the
poi nt when the case is about what Congress
meant in enacting this particular statutory
| anguage.

JUSTI CE KAVANAUGH:  You -- you nmade an
anal ogy to exhaustion of adm nistrative
remedies. | just want to test that --

MR. STRI'S: Uh- huh.

JUSTI CE KAVANAUGH: -- analogy. |Is
that really what's going on here? |Is this --

resolving it going to elimnate the need for a

suit --
MR STRIS: So | think it's -- | --
JUSTI CE KAVANAUGH:  -- in nmany cases?
MR STRIS: -- | used the word

"anal ogy" on purpose. It's not exactly the

same. But there are sonme striking --
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JUSTI CE KAVANAUGH:  Well, is it -- is
it even wthin the ZI P code?
MR STRIS: OCh, definitely.
Definitely.
JUSTI CE KAVANAUGH: Ckay, how?
MR STRIS: | think there are striking

simlarities. So the first is, although as a
per cent age nost clainms, 97 percent, 99 percent,
ultimately get registered, |ast year there were
18,000 refusals, and that doesn't take into
account the tens of thousands of applications

t hat were abandoned or withdrawn in the

pr ocess.

So it may be a small percentage, but
there are still tens of thousands of instances
where you woul d have different incentives and
di fferent conduct based upon the rule that you
pi ck. That's nunber one.

Nunmber two, even for the clains that
are granted, you can't sweep away the fact that
there is interaction between the applicant and
the office. And so whether you allow people to
sue imedi ately or whether you require that
t hey go through the exam nation process

irrespective of the result clearly is simlar
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to an exhaustion reginme and that you think that
t here's sonet hi ng beneficial about the process.

And then ny final answer is | think
per haps the nost inportant one, which is the
reason it's a | oose anal ogue, the reason why
it"'s in the sane ballpark, is it may not be
i ke ERI SA, for exanple, where the point of the
adm nistrative process is to see if you can
resolve this -- the dispute beforehand. But it
-- but it is simlar in the sense that you
believe that a conpletion of the process has
val ue.

And | think the authors' and
educators' am cus brief does a great job of
describing that requiring that people go
t hrough the process enhances copyright val ue.
It creates a public registry of correspondence
-- publicly avail able information about the
correspondence. It ensures that the clains
that are being registered are the best clains
possible. It has the incentive that people act
earlier and register clains or, rather, apply
to register clainms not just when there's
i nfringenment but get works into the Library of

Congress and into the registry because they
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think, well, | want to get ahead of the gane
and be in a position where | can vindicate ny
rights.

That's not exactly the sane as an
adm ni strative exhaustion requirenment before
litigation, but there -- it's certainly in the
sane ZI P code. There's a nunber of, | think,
very strong parallels.

So | guess the final thing that |
would say is that |1've only talked briefly
about the first sentence. But, if you turn to
t he second sentence of Section 411(a), | think
it -- it -- it really kind of seals the deal
because that sentence is naturally read as an
exception to the first.

And in order to avoid that reading, ny
friend is forced to argue that exactly the sanme
phrase, "registration has been,” nmeans two
conpletely different things in the first and
t he second sentence.

And kind of in the interest of kind of
not burying the |ead, what | woul d say about
this is that the -- the problem-- if | could
just finish that thought?

CHI EF JUSTI CE ROBERTS: Sure.
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MR. STRIS: The problemw th what ny
friend does infects many of his argunents,
which is he interprets the provision in a way
that's not literally inpossible but renders
many provisions insignificant: 410(d), 408(f),
the constructive notice provisions. It just
doesn't nmake sense to do that, and so we ask
that you affirm

Thank you.

CHI EF JUSTI CE ROBERTS: Thank you,
counsel

M. Ellis.

ORAL ARGUMENT OF JONATHAN Y. ELLIS
FOR THE UNI TED STATES, AS AM CUS CURI AE,
SUPPORTI NG THE RESPONDENTS

MR ELLIS: M. Chief Justice, and may
it please the Court:

|'d like to pick up right where ny
friend left off on the second sentence of
Section 411(a) because | do think that that is
really the key to this case, and | think there
are three pretty -- three textual cues in that
sentence that show that registration has been
made, and the first sentence nust be referring

to the act of the Register.
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The first is the one we just tal ked
about, that it uses the word "registration."
And | think it's actually a little bit stronger
than what we've said. It says registration has
been refused. That obviously is tal king about
the final act of registration. That's the only
-- that's what has been refused in that -- in
t hat scenari o.

So it's pretty strange to think that
"registration,” that word in the first
sentence, doesn't mean the sane thing and the
only person who can meke registration in that
sense is the Register of Copyrights.

The second thing to notice is that the
second sentence says that when you -- refers to
delivering to the Copyright Ofice your
deposit, application, and fee in proper form
You m ght recognize that sentence. That's what
ny friend says "registration has been nmade"
means in the first. Again, pretty peculiar for
Congress to refer to the exact sanme conduct in
two consecutive sentences and not use a phrase
t hat even resenbl es each ot her

And the third thing is what ny friend

says -- has already raised, that the whole
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poi nt of the second sentence is to create an
exception to the registration requirenent in
the first. And you don't need an exception to
the registration requirenent when the Register
has refused registration. |If all you had to do
was submt your application in proper form
what the Regi ster does, inherently is the
assunption in that sentence, doesn't change
t hat you' ve properly appli ed.

JUSTI CE KAGAN:  well, | --

CHI EF JUSTI CE ROBERTS: Well --

JUSTI CE KAGAN:  -- | believe --

CH EF JUSTI CE ROBERTS: Go ahead.

JUSTI CE KAGAN: | believe M. Panner
says that the function of the second sentence
is torequire an additional act, that notice be
given to the Register

MR ELLIS: Right, and | think there
are two problems wth that reading, aside from

the fact it's just not the nost natural one.

The first is that -- | think what he
said this norning is that you can -- the case
can still proceed when -- after the Register

refuses registration.

But that's not what it says. It says
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you're entitled to institute your suit. So it
assunes that nothing happens until the Register
has acted. That nmakes sense. The ot her
problemw th the second sentence is that it
underm nes the third sentence of 411(a), which
gives the Register a right to intervene in
suits and where she has refused registration
upon notice within 60 days.

And if a suit can be filed before the
Regi ster gets a chance to evaluate the
application and cone to a decision and then get
notice of -- of this suit, then the suit can
get pretty far down the road before the
Regi ster can intervene. And | think that
underm nes the schene and is clearly not what
Congr ess i nt ended.

The -- the Petitioner talks about --
points to obviously a bunch of different
provisions in the Act and he says, well,
regi stration has been nade or sone variant of
that, and these other provisions nust nmean the
copyright owner's actions.

W di sagree, but we don't think the
Court has to go that far.

| think it's clear, and he agrees,
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that it doesn't always nean that in the Act.
Section 708(a) refers to -- says that the fees
you pay for an application have to cover the
cost of the application, including the issuance
of a certificate if registration is nade.

Well, the issue -- a certificate is
only issued if registration is nmade by the
regi ster.

In the constructive notice provisions
in Section 60 -- or, excuse ne, 205 and in 406,
| think those are al so places where he
di sagrees, but | don't think there's any
reasonabl e readi ng of those provisions that --
that -- where -- that can cone to the
conclusion that registration has been nade
there or a variant thereof.

It doesn't refer to the Register of
Copyrights Act. And if | could maybe wal k
through why that is, | think it's inportant.

205, Section 205 is about recording
docunents that relate to a copyrighted work.

So think about a transfer of ownership. And it
says you can record the docunent and, once you
do, the world is on notice of the facts stated

therein, with two conditions:
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The first is that that docunent
contai n enough information such that a search
in the Copyright Ofice's records by
regi stration nunber or by title reveals the
docunent. The second is that registration has
been made.

And | think the -- the obvious
inplication there is that that too is going to
create a public record of when -- of the work
and of the registration of the work. And
that's not true of an application.

And so it's true that -- that the
right attaches right away, but as you were
t al ki ng about before, Justice Sotomayor, there
are circunstances where notice is critically
inportant. This is one of them And
Petitioner -- and Petitioner's reading would --
woul d make a hash of that provision.

Section 406 is a simlar one. And
what it says, if there's an error in the notice
on a copyrighted work, so, you know, it says

your circle (C) and then it says John. Well,

John's not the owner. It turns out that Jack
is. That says -- that doesn't invalidate your
copyri ght.
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But what it does do is preside --
excuse me, provide an infringer, an innocent
infringer wwth a conplete defense to
infringement if -- if -- if he went out and got

a license fromJohn, the person who is naned in
t hat notice.

But, critically, you can't rely on
t hat defense. The innocent infringer defense
doesn't work if registration had been nade in
the correct owner's nane at the tine of
i nfringenent.

Agai n, that makes no sense unl ess
regi stration having been nade creates a public
record of the work and the proper owner.

So | think what that establishes is
that it cannot nean everywhere it shows up to
refer to the act of the copyright ower. And
so it just points us right back to
Section 411(a) and the first tw sentences,
whi ch we think cannot be read any other way.

JUSTI CE KAVANAUGH: The text ual
argunent you nmake is, of course, weighty.
think they're trying to say that there are --
it doesn't nmake sense in terns of, A what

Congress woul d have been thinking or, B -- and
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B, how things operate in the real world and the
probl enms that would be created.

So can you respond to those?

MR. ELLIS: 1'd love to address both.
On -- onthe first, |I think, as to what
Congress could have thought, it may be hard --
harder to say, but, as we discussed, the rel ays
-- the delays at the tine of the tinme the suit
was passed or the act was passed weren't so
great, so | think that sort of cuts against
t hi nki ng that Congress couldn't have want ed
this.

As to the problens, | -- | think
they're overstated. Let me start by saying
first, though, that the Copyright Ofice also
desires efficient and quick registration. 1In
the last three years, the Copyright Ofice has
sought and recei ved appropriations to increase
their exam nation staff by about 60 percent.

As those people are trained and get
into the -- into the workforce, | think we're
going to see, and we've al ready seen --

JUSTI CE KAVANAUGH:  You're not denying
there are delays and the delays are a probl en?

MR ELLIS: Not -- |I'mnot denying --
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"' mnot denying there are delays, and |I'm not
denying that there is dissatisfaction with
del ays.

JUSTI CE KAVANAUGH:  Yes. And the word
problem | won't use.

MR ELLIS: | think the second thing
you might ook at is what Congress has done in
response to those concerns. W' ve already
t al ked about two of those things, the
pre-registration regine, which the delay is not
the sane for that. Al you're submtting is an
abbrevi ated description of the work. You don't
have to do the exam nation of the deposit, et
cet era.

The second is the |ive broadcast.

The third hasn't been nentioned this
norning, and it's actually not nmentioned in the
brief, sol think it's worth pointing out.

There are a | ot of hypothetical s about
what about this online proliferation of ny work
and what do | do? Well, Section 512 of the
Copyri ght Act discusses secondary liability for
online service providers and it provides
imunity in certain circunstances.

One of those requirenents is that you
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have a take-down reginme such that if -- think
about YouTube or sonmething like this -- if a
copyright owner comes to you and says there's a
work on your site that's infringing ny
copyrights, you have to take it down.

And that's not -- does not turn on
whet her the work is registered or not. Excuse
me. So | think what that shows is that
Congress is receptive to these -- to these
di ssati sfaction.

It has weighed in nmultiple tines, at
the sane tinme trying to bal ance these concerns
agai nst the real benefits of registration, and
the real benefits of having the Copyright
Ofice participate in this -- in this
exam nation, and then have the right to
participate and provide their views to the
court.

CH EF JUSTI CE ROBERTS: | understand
your textual argunent about the incongruity of
t he sane phrase having two different neanings
in 411. But it's -- it's not that nuch nore
conpel ling than your friend' s argunent listing
all the time -- all the other sections where it

has -- your reading would require it to nean
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different things as well.
MR ELLIS: So -- so, again, | don't
-- we don't think that's actually true. But |
don't want to get into a debate about -- unless
you'd like to -- about 10 other provisions of
t he Act.

| think it's enough to say that he
admts that 708 uses it in that way, uses
"registration has been nmade" to refer to the
act of the copyright owner -- excuse ne, the
act of the Register. And now he says you
shoul dn't put any wei ght on that because it
wasn't in the '76 Act, that this Court tries to
make sense of a statutory schenme as a whol e.

And then there's the constructive
notice provisions that |I tried to walk the
Court through where it just can't make sense
there to refer to it.

And so we're back to saying, well,
what nmakes sense for this provision? And I
t hi nk because what makes sense for this
provision for a host of reasons is that -- is
that registration has been nmade in the first
sentence, is using the word "register” in the

same way that everybody agrees register --
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registration is being used in the second
sent ence.

Just to say a word about these --

t hese cases that the other side points to,
Vacheron, and | think in the brief they cited a
couple others that they didn't do this norning.
You know, you can | ook at those decisions for
your sel ves and deci de what the debate was.

But, if you want to sort of get behind
the text and figure out what Congress was
getting after, | don't think you can do a | ot
better than | ooking at the |egislative record
itself. And I would point you first to the
1961 report by the Copyright Ofice to Congress
that addresses this very question in Vacheron
and what shoul d be done about it.

And what the Copyright Ofice said is
that registration is inportant. You should
mai ntai n that requirenment with one
nodi fi cation. You should address this
situation in Vacheron where, after the
Copyright Ofice, the register has refused
regi stration, the copyright owner has to file
two suits: a mandanus suit against the

Regi ster to get -- issue -- issue a
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certification and, second, your infringenent
action.

What you should do in that case is to
conbi ne those suits. That's what the second
and third sentence of 411(a) does.

Then, when you |l ook at the first act
i ntroduced into the House, 1964, witten by the
Copyright O fice, unsurprisingly, it adopts the
recommendati on. Wen you | ook at the 1976 Act,
it doesn't change, by the way, between 1964 and
enactnent in 1976. Then you | ook at the House
report at page 157 and it confirms.

CH EF JUSTI CE ROBERTS: Thank you,

counsel
M. Panner, you have five m nutes
remai ni ng.
REBUTTAL ARGUVENT OF AARON M PANNER
ON BEHALF OF THE PETI TI ONER
MR. PANNER:.  Thank you, M. Chief
Justi ce.

| want to enphasize that our argunent
relies primarily on the text of Section 411(a)
and the fact that it uses the phrase
"registration has been nmade" and that in the

Act, that phrase and that construction

Heritage Reporting Corporation



© 00 N oo o s~ wWw N P

N N N N N N RBP BRP R R R R R R
ag A W N P O O 00 N oo O »dM W N -~ O

Oficial - Subject to Final Review

64

consistently refers to the action of the
copyri ght owner.

It's revealing that in the legislative
history, which is included in the -- in the
codification of the Act, it says that a
copyright owner who has not -- who has not
regi stered his claimcan have a valid cause of
action agai nst someone who has infringed his
copyright, but he cannot enforce his rights in
the courts until he has nmade registration.

That is -- and, again, in
Section 411(b) of the 1976 Act, now 411(c), the
copyright owner nakes registration.

It is areally consistent usage in the
statute that when Congress was referring to the
action of the copyright owner, it used that
phraseol ogy. And I want to -- you know,
Section 708(a), as the governnment has
acknow edged, was adopted in 1982. It has
nothing to do with litigation rights and
renedi es and, therefore, really says nothing
about how the provision should be properly
construed in Section 411(a).

And the constructive notice provisions

-- there is actually a constructive notice
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provi sion that tal ks about actual notice, but
the other constructive notice provisions quite
sensi bly protect the copyright owner if the
copyri ght owner has done what the copyright
owner is required to do to register the claim
nanely, submt the required application --
application, deposit, and fee.

And recall that as -- if the tine of
exam nation was quite short at the tinme of the
adoption of the Act, that was unlikely to
prejudi ce anyone because registration would --
woul d cone through quickly.

And, you know, so it makes perfect
sense that the -- in the sane way that that is
sufficient to protect the rights, to protect
t he renedi es avail able to the copyright owner,
that it is also appropriate to open the court
-- the gates of the courthouse.

It's surprising to ne that the
governnent relies so heavily, by the way, on
t hose constructive notice provisions because
copyright -- publication with notice is no
| onger required under the Act.

So thisis all -- this is all an issue

t hat woul d have gone away in 1988 with regard
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to the notice. But the key point is that it
makes sense to protect copyright owners and to
give themtheir rights and renedies. And
that's what the -- upon conpliance with
Section 408(a), the subm ssion of the required
application, deposit, and fee, and that's what
the statute says. That is what the text says.

And | think it's also inportant to
read that in light of the history. And the key
i ssue that was debated between the mgjority
opi nion and the dissent in Vacheron is whether
t he copyright owner should be prevented from
gai ni ng access to judicial renedies because the
Copyright O fice had not yet acted or granted
the registration

Now it's true that in that case there
had been a refusal, and the question was
whet her mandanus was required, but the sanme
consequences occur in the case of Copyright
O fice inaction.

If there's a circunstance where the
Copyright O fice does not act, the question is:
Can you go to court? And it's inconceivable
t hat Congress woul d have said in the case of

refusal, you can go to court, you don't need to
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seek a judicial renmedy, but in the case of

i naction, you can't go to court, and you have
to sonmehow seek a mandanus to get a deci sion
before going to court.

It makes all the sense in the world to
understand that | anguage to say what it clearly
says within the phraseol ogy of the Act, that if
t he copyright owner has made registration under
Section 408(a), that the copyright owner is
then entitled to sue.

And the -- the conceit that Congress
intended to require adm ni strative exhaustion
or was concerned about copyright quality, that
is -- there's no basis for that in the text of
the statute. There's no basis for it in the
history of the -- of -- of what Congress said,
what the commttee report said about the Act,
for what that's worth.

The key point is that the registration
requi renent has its purpose, and that purpose
is vindicated if the copyright owner has
submtted the required application, deposit,
and fee, as Section 408 requires.

CHI EF JUSTI CE ROBERTS: Thank you,

counsel. The case is submtted.
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(Wher eupon, at 12:16 p.m, the case

was submitted.)
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